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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claims 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The language consisting of "short prepolymer" and "narrow distribution" renders 
claim 1 indefinite because "short" and "narrow" are relative terms. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Flodin 
('441). Flodin discloses linear polyurethane comprising polyisocyanates, polyester diol, diamine 
chain extenders, and chain terminating ethanolamine (Col 1 lines 64-67, col 2 lines 1-7, 11-13, 
28-31, and 60). Regarding applicant's methodology of claim 1, the urethane prepolymer is 
produced by adding the polyester diol drop wise to the aromatic diisocyanate, wherein "drop 
wise" is taken to satisfy the language "sufficiently slow rate," and the ratio of NCO:OH may be 
as large as 4.5:1 (Col 4 lines 40-42; col 5 lines 35-38; example 5). Furthermore, patentee 
explains the resulting polyurethane is useful in implants, fibers, and woven mats, which are 
porous (Example 1). 
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3. However, the examiner notes that the reaction temperature of example 5 is between 70- 
80°C, and therefore does not satisfy the claimed temperature range. Nevertheless, Flodin 
explains on column 4 lines 40-43 that when the prepolymer is created in the absence of catalyst, 
the reaction temperature may be as low as 60°C; therefore it would have been obvious to 
synthesize the prepolymer of example 5 at 60°C since it has been established that minimum 
reaction temperatures are not limited to 70°C. With this understanding, one of ordinary skill 
would reasonably expect the resulting polyurethane of Flodin to share the same backbone 
architecture and mechanical properties as claimed by applicants since both are produced by 
analogous reactants, stoichiometric ranges, and a similar methodology 

Response to Arguments 

4. Applicant's arguments filed 1 1/3/2008 with respect to the rejection of claims 1-20 have 
been considered but are not persuasive. Applicants argue the claimed invention is patentable 
over the prior art because one would not be motivated to produce the prepolymer of example 5 at 
60°C since "a maintained temperature of 70-80°C" is required, no other examples utilize a 
temperature of 60°C, and Flodin never explicitly states the reaction temperatures of column 4 are 
specifically suitable for example 5. 

5. In response, the examiner agrees that teachings of column 4 never explicitly refer to 
example 5, in fact this point has already been conceded by the examiner. Had Flodin explicitly 
stated that example 5 can be operated at 60°C, the claimed invention would be rejected under 
102(b) and not 103(a). Instead, the examiner maintains it would have been obvious to operate 
example 5 at 60° C since column 4 establishes what temperature range can successfully produce 
the relied upon prepolymer. Furthermore, the language "a maintained temperature" does not 
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mean that example 5 is only successfully produced at temperatures between 70 and 80°C. 
Instead, the "maintained temperature" is based on the allotted amount of reaction time, which for 
example 5 is two hours. One of ordinary skill would understand that if the user were allotted a 
longer amount of time, the temperature could be "maintained" below the range of example 5. 

6. Regarding applicants' remarks concerning the other examples, it is noted they utilize 
temperatures above 60°C, however, example 5 is not limited by what the other example teach, 
and more importantly this does not detract from the fact that column 4 clearly states that the 
relied upon prepolymer can be successfully produced at temperatures ranging from 60-80 °C. 

7. Applicants also argue the claimed invention is patentable over the prior art because 
Flodin fails to teach a NCO:OH ratio greater than 2: 1 ; the examiner disagrees. As previously 
discussed, example 5 discloses a NCO:OH ratio of 4.5:1, which applicants readily agree to by 
stating the "the examples appear to suggest a greater ratio, a ratio larger than 2:1." (Page 7 of the 
response filed 1 1/3/2008) What's more, while Flodin teaches that the "shortest prepolymer" is 
produced at a ratio of 2: 1, one of ordinary skill would be motivated to use excess isocyanate 
when producing the "shortest" prepolymer since it helps insure that the resulting prepolymer 
contains only two urethane linkages. 

8. Finally, regarding applicants' remarks concerning the resulting backbone architecture of 
Flodin, as previously discussed, the prior art teaches an NCO:OH ratio greater than 2:1, and in 
fact explicitly state that the "shortest prepolymer" is created. When this specific prepolymer is 
created and then cured with diamine, the resulting polymer would inherently contain the require 
amount of urea linkages. Furthermore, regarding the claimed absence of catalyst, as previously 
stated, Flodin teaches that the prepolymer may be produced at 60 °C in the absence of catalyst 
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(Col 4 lines 41-42). Finally, applicants' position that the polyurea-urethane backbone of Flodin 
differs has not been supported by any type of factual data. Instead applicants have merely stated 
that "Flodin appears to suggest a polymer contrary to the claimed invention," i.e. it appears to be 
an unsubstantiated opinion which can not be substituted for fact, and therefore is not persuasive. 
(Page 7 of the response filed 1 1/3/2008) In re Pike et al, 84 USPQ 235; In re Renstrom, 81 
USPQ 390. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

10. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5:30pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be 
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reached on 571-272-1 1 19. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 

B. Gillespie 



